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Keynote Speaker,  
Bill Belichick 
A longstanding 
radition continued when, 
n the evening of May 20, 
004, the Boston Patent 
aw Association held its 
0th Annual Judges 
inner.  More than 375 
eople attended the event 
t the John Joseph 
oakley Federal 
ourthouse and were 

reated to spectacular 
iews of the City of Boston 
nd Boston Harbor at 
unset.  Among the 
ttendees were the guests 
f honor, twelve 
istinguished members of 

he federal and 
assachusetts judiciary.  
hief Judge William G. 
oung, Judge Nathaniel 
. Gorton, Judge 
eginald C. Lindsay, 
udge George A. O’Toole, 
udge Rya W. Zobel, 
enior Judge Edward F. 
arrington, Senior Judge 
. David Mazzone, Chief 
agistrate Judge 
arianne B. Bowler, 
agistrate Judge Robert 
. Collings, and 
agistrate Judge Kenneth 
. Neiman, all from the 
ench of the United States
istrict Court for the 
istrict of Massachusetts, 
ere present as were 
ustice Judith A. Cowin 
nd Justice John M. 
reaney of the 
 

as eme sachusetts Supr
udicial Court. 

In what may be the 
tart of a new tradition, the 
vent also featured a 
ilent auction to benefit 
he Jimmy Fund, which 
upports the fight against 
ancer in children and 
dults at Boston's Dana-
arber Cancer Institute, 
nd the Volunteer 
awyers for the Arts of 
assachusetts, a non-
rofit organization 
stablished to meet the 

egal needs of the 
ommonwealth's artistic 
ommunity.  Thanks to the 
enerosity of twenty five 
uction donors and the 
ard work of the BPLA's 
ro Bono Committee 
hairpersons, Lisa J. 
ichaud of Nutter, 
cClennen & Fish, LLP 
nd Lisa Winsor of Lowrie, 
ando & Anastasi, LLP, 
he BPLA collected nearly 
7,000 for these worthy 
auses. 

The event's keynote 
peaker was Bill Belichick, 
003 NFL Coach of the 
ear and Head Coach of 

he Super Bowl XXXVIII 
hampions, the New 
ngland Patriots.  Coach 
elichick treated the 
ssembled crowd to his 
houghts and perspectives 
n the issues of teamwork 
nd motivation, and 
iscussed how his 
xperiences in those 
egards could be applied 
o any group pursuing 
uccess.  He also took the 
ime to answer questions 
oncerning a broad 
pectrum of topics ranging 
rom his philosophy on 
outh sports and, perhaps 
ot unexpectedly, his 
xpectations for the 
atriots in the upcoming 
FL season.   

A wonderful time was 
ad by all who attended, 
nd the BPLA extends its 
ratitude to everyone who 
ontributed to making the 
vening such a great 
uccess.   
0th Annual Judges Dinner – The Tradition 
ontinues  

y:  Chris Silvia 



President’s Message  
 

“The Boston Patent Law
A  ssociation is widely
recognized as among 
the largest and most 

active regional 
intellectual property law 

associations in the 
country. ” 
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I have most 
ppreciated the great 
articipation in Boston 
atent Law Association 
ctivities we have enjoyed 
hroughout the year. 

Nearly 400 members 
nd guests attended the 
nnual Judges Dinner on 
ay 20 at the Federal 
ourthouse with Keynote 
peaker Bill Belichick, 
ead Coach of the New 
ngland Patriots.  

The Summer Outing 
o the Red Sox/Rangers 
ame on July 11 started 
ith a rather ambitious 
urchase of 144 tickets 

ast January.  Those 
ickets sold out more than 
 month prior to the game. 
ur day at Fenway Park 
as almost perfect.  In 
ddition to the beautiful 
unday afternoon 
eather, we all enjoyed 

he chance to meet the 
amilies of many of our 
olleagues.  (The Red Sox 
owever did lose 6-5.)  

A number of members 
lso have undertaken 
ignificant projects this 
ear on behalf of the 
oston Patent Law 
ssociation.  Lisa 
ichaud, Lisa Winsor and 

he Pro Bono Committee 
hey chair provided our 
irst ever Silent Charity 
uction, which was held in 
onjunction with the 
udges Dinner and 
enefited the Jimmy Fund 
nd the Massachusetts 
olunteer Lawyers for the 
rts.  Our Corporate 
ommittee Chairs – 
alter Dawson, Faith 
 

ris m – coll and Jim Culle
ave presented two 
xcellent seminars.  The 
omputer Committee 
hairs – Ed Porter and 
ohn Stickevers -- hosted 
 well-attended luncheon 
eminar in March.  The 
atent Law Committee 
hairs John Prince and 
athleen Carr organized a 
ery well-received 
fternoon program on 
arkman Hearings which 

ncluded a noteworthy 
anel featuring Chief 
udge William Young. 

I also am pleased to 
eport that a new Amicus 
ommittee of the Boston 
atent Law Association 
as been established with 
rik Belt of Bromberg & 
unstein and myself 
erving as Co-Chairs.  
he Amicus Committee 
ill review judicial 
ecisions, proposed 
ulemaking and other 
roposed actions of the 
.S. Patent and 
rademark Office and 
ther governmental 
roups and provide input 
s may be appropriate.  
embers are invited to 

ontact Erik or me to 
iscuss possible response 
n a particular issue or to 
e involved on a 
ommittee project. 

Additionally, through 
rik Belt’s efforts, the 
micus Committee has 
ndertaken its initial 
roject to file an amicus 
uriae brief in the Federal 
ircuit’s en banc 

ehearing of Phillips v. 
WH Corporation.  As 
any of you are aware, in 
hillips v. AWH 
orporation, 376 F.3d 
382, 71 U.S.P.Q.2d 1765 
Fed. Cir. 2004), the 
ederal Circuit vacated 

he prior panel decision 
nd granted a petition for 
n banc rehearing.  The 
ourt invited the parties 
nd other interested 
roups to file briefs and 
ffer insight to issues 
elating to claim 
onstruction, including the 
roper roles of 
ictionaries, the 
pecification and expert 
estimony for construing 
laims as well as the 
ppropriate appellate 
eference to the trial 
ourt’s claim construction.  
 copy of the Amicus 
ommittee’s brief will be 
vailable on the BPLA 
ebsite by early October.

Other regional 
ntellectual property bar 
ssociations regularly 
rovide commentary 
hrough amicus 
ubmissions, as shown by 
he recent decision of 
norr-Bremse Systeme v. 
ana Corporation, 2004 
L 2029912 (Fed. Cir. 
eptember 13, 2004), 
here amicus briefs 
here filed by regional 
ssociations of the Bar 
ssociation of the District 
f Columbia – Patent, 
rademark & Copyright 
ection, New York 

ntellectual Property Law 
ssociation, Conejo 
alley (Southern 
alifornia) Bar  
Boston Patent Law Association Newsletter 
2
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President’s Message (continued) 
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Association,  
Houston Intellectual 
Property Law Association 
and San Diego Intellectual 
Property Law Association. 

The Boston Patent 
Law Association is widely 
recognized as among the 
largest and most active 
regional intellectual 
property law associations 
in the country.  The 
Amicus Committee can 
provide an opportunity for 
our respected 
membership to provide 
valued input on significant 
intellectual property 
issues.   

I also look forward to 
the balance of our year.   
In early October, the 
International Law 
Committee will host a 
seminar relating to 
practice in Europe, 
The Bos
the loss
 
Bill Booth
August 2
event at 
years, Bi
the most
friend.  

 

The BPLA Reme
 

Australia and Japan.  The 
Young Lawyer’s Committee 
also will present an IP 
Primer program focusing on 
difficult prosecution issues 
frequently encountered by 
new practitioners.  On 
November 3, the Trademark 
Committee will host a 
breakfast seminar at the 
Boston Harbor Hotel.  A 
two-day Advanced PCT 
Practice course will be 
offered on November 17-18. 
A luncheon program on 
interference practice also is 
scheduled for early 
November.  Our Annual 
Luncheon and Meeting will 
held be on December 14 at 
the Seaport Hotel with a 
featured speaker of Federal 
Circuit Judge Alan Lourie. 

I hope to see you at 
many of these events.  

 

 

ton Patent Law Association and
 of William E. Booth  

, a principal of Fish & Richardson in th
9, 2004 when he was thrown from his 
a horse show in Chester, New Hampsh
ll was a calm and steady presence to w
 complex legal issues. We will miss him

mbers Bill Booth 

 

UPCOMING BPLA EVENTS 
 

tober 17-21, 2004  
ensing Executives Society - 
lutions Through Synergy 

ednesday, November 3, 2004 
ademark Practice 

ednesday, November 10, 
30-11:30 am 
locking the Mysteries of 

terference Law and Practice 

vember 17-18, 2004  
vanced PCT Practice 

esday, December 14, 2004 
nual Meeting and Luncheon 
ynote: Judge Alan Lourie 
 Fish & Richardson mourn 

e Boston office was killed on 
horse during a cross-country 
ire.  A patent attorney for 25 
hom many turned for advice on 
 as both a colleague and a 
3
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SILENT AUCTION 
A New Tradition – An Incredible Success 

 
 
 
 
 
 
 
 

 

Lisa Michaud as Pro Bono 
Committee Co-Chair 

“Overall, the auction 
raised over $6500 to 
equally benefit the 

Jimmy Fund and the 
Volunteer Lawyers for 

the Arts.” 

A special thanks to all of 
the winners and the 

volunteers for making the 
first BPLA Silent Auction 

a success! 
 

The Silent Auction held 
during the Annual Judges 
Dinner on May 20, 2004 
proved to be an incredible 
success.  Items to choose 
from included personal 
training sessions at 
Bodyscapes, 
accommodations at the 
Boston Harbor Hotel with 
breakfast, season tickets 
to the Boston 
Philharmonic’s Weeknight 
Discover Series, an 
autographed Bruins puck, 
a Mount Washington 
getaway, a three month 
membership to City Golf, 
an autographed Cleveland 
Browns Jersey, a Giuliano 
 

Leslie Meyer-Leon, Peter C
Lando, Doreen Hoyle, Lisa 
Spa package, a Bose 
Wave Radio, 
accommodations at the 
Seaport Hotel with 
breakfast, a North 
Conway getaway, a 
cooking gift basket from 
Stapletons Florist, Red 
Sox tickets, private golf 
lessons, jewelry, a night 
on the town including a 
limo, dinner, and tickets to 
Mamma Mia, an annual 
membership to 
Community Boating, art 
work, a Waterville Valley 
ski getaway, and a cruise 
around Boston Harbor.  
One of the highlights of 
the auction was four 
orless, Ingrid Beattie, Lee Bramb
Michaud and Mark Solomon 
tickets to the Red Sox 
versus Toronto Blue Jays 
game in August.  After a 
bidding war between Ernie 
Linek and Tim Douros, 
Erin Linek was the lucky 
winner of the prize for a 
generous donation.   

Overall, the auction raised 
over $6500 to equally 
benefit the Jimmy Fund 
and the Volunteer 
Lawyers for the Arts.  A 
special thanks to all of the 
winners and the 
volunteers for making the 
first BPLA Silent Auction a 
success! 
erg, Bill Belichick, Peter 
4
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BPLA Judge’s Dinner/Silent Auction 

Grow
seeks
At lea
prefe
attorn
large
client
bene
(781-
Crow
101, 
Peter Corless, Bill Belichick 

Hon. John M. Greene, Hon. A. David Mazzone 

“A wonderful time was 
had by all who attended, 
and the BPLA extends 

its gratitude to everyone 
who contributed to 

making the evening such
a great success.” 

 

ing IP firm located off Rt. 128 in Canton, MA 
 a patent attorney having a EE/CS background.  
st 2 years of patent prosecution experience 

rred with industry experience a plus.  Firm 
eys work in a wide range of technology areas for 

 and small corporate, institutional and individual 
s.  Reasonable billing requirements.  Salary and 
fits competitive with Boston area.  Send or fax 
401-9966) resume to Hiring Attorney, Daly, 
ley & Mofford, LLP, 275 Turnpike Street - Suite 
Canton, MA 02021. 

 

Bill Belichick, Berj Najarian, Regina 
Edwards 
POSITIONS AVAILABLE
 Weingarten, Schurgin, Gagnebin & Lebovici LLP, a mid-size 
intellectual property firm in downtown Boston, has an immediate 
opening for a patent attorney with a background in electrical 
engineering. Salary commensurate with experience. 
 Responsibilities include: preparation and prosecution of US and 
foreign patent and trademark applications; client counseling on 
matters of patentability; and infringement and validity opinions. 
 Minimum requirements include BSEE degree, Mass. and USPTO 
bar admissions, two or more years practicing patent attorney 
experience, working knowledge of analog and digital circuits, and 
familiarity with networking and telecommunications systems. 
 Background in mathematics including wavelet theory, Fourier 
transforms and matrix operations preferred. 
Please send resume to Hiring Partner, Weingarten, Schurgin, 
Gagnebin & Lebovici LLP, Ten Post Office Square, Boston, MA 
02109, or fax to (617) 451-0313. 
5
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By: Kathleen Carr and Richard Roos   

 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

“Rather than focusing 
on the law of claim 
construction, and much 
to the delight of the 
large audience, the 
panelists instead 
provided their 
viewpoints on various 
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On April 20, 2004, the 
BPLA Patent Law 
Committee hosted a 
primer on the ever-
interesting subject of 
Markman hearings.  The 
nearly 120 attendees were
treated to informative 
insight from an esteemed 
panel consisting of the 
Chief Judge for the District 
of Massachusetts, a 
retired judge who has 
returned to private 
practice, and a veteran 
patent litigator.  Rather 
than focusing on the law 
of claim construction, and 
much to the delight of the 
large audience, the 
panelists instead provided 
their viewpoints on various
issues and trends in this 
area.  There were spirited 
debates on hot topics 
such as the role of experts 
and the emerging trend of 
relying on dictionary 
definitions during claim 
construction.  The 
panelists also voiced their 
frank opinions about 
district courts, such as 
those in Texas and 
California, having adopted 
strict rules and time 
frames for patent cases. 

The Honorable 
William G. Young, Chief 
Judge for the U.S. District 
Court for the District of 
Massachusetts, spoke 
with
 on 

 

 refreshing humor and 
candor about his views
what patent litigants 
should and should not do 
when trying a case before 
him.  He also confided
that many district court 
judges, himself included, 
ather enjoy hearing 
atent cases. 

The remainder of the 
anel was comprised of 

wo attorneys currently in 
rivate practice - Ken 
damo of Jones Day, and 
oderick McKelvie, 
urrently of Fish & Neave 
nd formerly a federal 

judge in Wilmington, 
elaware.  Mr. Adamo 
as particularly vocal, 
peaking about a variety 
f issues including the 
uances of patent cases 
eard before Texas courts 

hat have adopted specific 
rocedural rules for such 
ases.  He praised the 
ules as a whole, but in 
articular for the fact that 

hey call for submission of 
xpert reports after the 
arkman hearing.  He 
lso provided an important 
it of advice, namely that 

itigators should make 
ure to preserve error at 
he Markman level. 

The discourse 
etween and among 
anelists and guests 
 6
ontinued during the 
estive cocktail reception 
hat followed. 

Attendees were 
oubly rewarded by 
eceiving a copy of an 
rticle entitled "The 

nterpretation of Patent 
laims," which was 
repared by the Markman 
ubcommittee of the 
atent Litigation 
ommittee of the 
merican Intellectual 
roperty Law Association 

AIPLA).  The article, as 
ublished in Volume 32, 
umber 1 (Winter 2004) 
f the AIPLA Quarterly 
ournal, provides helpful 

nsight not only into the 
aw governing claim 
onstruction, but also the 
iming and procedure for 
onstruing claims during a 
atent trial. 
Markman Hearing Seminar 
 

issues and trends in this 
area.” 
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The highlight of the TTAB year came in June, when the Board for the first time sustained a dilution 
im, finding the mark NASDAQ truly famous and deserving of protection under Section 43(c) of the 
demark Act. The NASDAQ decision and Toro Co. v. ToroHead, Inc., 61 USPQ2d 1164 (TTAB 
1), comprise the two landmarks of TTAB dilution jurisprudence. However, one wonders whether the 

ction 43(c) anti-dilution remedy, with its stringent evidentiary requirements, is of much practical 
ortance, since the owner of a “famous” mark may obtain very broad protection under the Board’s 
rent Section 2(d) likelihood of confusion analysis.  
In other significant decisions, the Board took a special interest in the issue of fraud on the USPTO, 
cted several asserted legal bases for opposition, and recognized that the ubiquity of personal 
puters requires that more probative value now be given to Internet news wire stories. 
In all, the TTAB issued nearly 600 decisions in 2003, final and interlocutory, ex parte and inter 

tes. It deemed 21 of the decisions citable, or about 1 in 30 – a ratio slightly lower than in the past 
e years, despite urgings from the trademark bar that more TTAB decisions be designated as 
ble. The following 10 decisions, most of them citable, are perhaps of most significance or interest to 
 trademark practitioner. 
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1.  NASDAQ Stock Market, Inc. v. Antartica, S.r.l., 69 USPQ 2d 1718 
AB 2003).  The Board for the first time upheld a Section 43(c) dilution 
im, finding the mark NASDAQ for securities trading services likely to be 
ted by the mark NASDAQ & griffon design for clothing and sporting goods 
s. Distinguishing the Supreme Court’s decision in Moseley v. V Secret 

talogue, Inc., 65 USPQ2d 1801 (2003) – which required a showing of 
ual dilution in civil actions under the Federal Trademark Dilution Act 
DA) – the Board extended its ruling in Toro v. ToroHead to Section 44 
lications. It held that in TTAB proceedings involving marks not yet in use, 

s sufficient for a plaintiff to establish likelihood of dilution rather than actual 
tion.” The Board had “no difficulty” in finding the NASDAQ mark famous, 
cluding that NASDAQ “is, in effect, a unique word that points to opposer’s 
ck market and is an inherently distinctive mark.” It held that use of 
tartica’s mark would result in a “blurring” and would reduce the capacity of 
poser’s mark to serve as a source indicator.  

2.  Medinol Ltd. v. Neuro Vasx, Inc., 67 USPQ2d 1205 (TTAB 2003).  
 Board entered summary judgment in favor of Petitioner Medinol on the 
und that Neuro Vasx submitted a fraudulent Statement of Use (SOU) in 
aining its registration for the mark NEUROVASX for “medical devices, 

ely, neurological stents and catheters.” After the petition for cancellation 
s filed alleging that the SOU was fraudulent, Neuro Vasx admitted that it 
 not used its mark for stents. It requested amendment of the registration 

deleting “stents,” claiming that the word had been “overlooked” when the 
U form was completed. The Board denied the motion to amend, holding 
t fraud was committed in the procurement of the registration because 
uro Vasx “knew or should have known” that its statement was false. The 
ard therefore declared the entire resulting registration to be void. Although 
uro Vasx (not surprisingly) denied a fraudulent intent, the Board ruled that 
 appropriate inquiry is not into registrant’s subjective intent, but rather into 

 objective manifestations of that intent.” 
 7
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3.  Nike, Inc. v. Pleasures of the Table, Inc., Opposition No. 91115293 (July 
 2003) [not citable].  In this dubious decision, the TTAB effectively afforded 
poser Nike an anti-dilution remedy without requiring that Nike meet the 
rous standards for a Section 43(c) claim. The Board sustained a Section 2(d) 
osition to registration of the mark NIKE & Design for food preparation, 

tribution, and serving, and for restaurant, cocktail lounge, and catering 
vices, finding the mark likely to cause confusion with various NIKE marks 
istered for footwear, clothing, and other products, and for retail store services. 
]ompelling evidence” of the fame of Opposer’s NIKE mark and trade name – 
luding almost $5 billion in sales in 2001, advertising expenditures of $239.9 
lion in that same year, and endorsements by various sports luminaries – 
ved the Board to grant NIKE broad protection under Section 2(d). Noting that 
e uses the NIKE mark in connection with a food service at its convention 
ters, the Board found this service to be a “logical expansion” of Opposer’s 
iness into “obvious collateral services.”  

4.  Seculus De Amazonia S/A v. Toyota Jidosha Kabushiki Kaisha, 66 
PQ2d 1154 (TTAB 2003). The Board dismissed this opposition to 
istration of the mark LEXUS & Design (fig.1) for watches because Opposer 
culus failed to state a valid ground for opposition. The opposition stemmed 

 Toyota’s alleged misconduct before the U.S. Customs Service that resulted 
he seizure, based on Toyota’s mark, of 67 cartons of watch parts bearing 
poser Seculus’s different LEXUS & Design mark (Fig. 2). Contending that the 
zure was unlawful because, contrary to representation made to the Customs 
rvice, Toyota’s mark is not registered, Seculus requested that the Board 
rcise its “equitable power and authority” to refuse registration of Toyota’s 
rk. The Board found standing to oppose, but concluded that Seculus failed to 
te a valid basis for opposition under Section 18 of the Trademark Act. Granting 
ota’s motion to dismiss, the Board ruled that “[w]hile a party may allege 
lean hands as an affirmative defense in a Board proceeding, there is no 
hority for opposer’s assertion thereof as a ground for its notice of opposition.” 

 5.  Carano v. Vina Concha Y Toro S.A., 67 USPQ2d 1149 (TTAB 2003).  
 TTAB granted without prejudice Vina Concha’s Rule 12(b)(6) motion to 

miss for failure to state a claim. Opposer Marilyn Carano contended that she, 
er than Vina Concha, owns the design portion of the mark at issue. Carano 
istered the design with the U.S. Copyright Office and filed a civil action alleging 
t Vina Concha’s use of the mark constitutes copyright infringement. The TTAB 
ks jurisdiction to determine copyright infringement, and Carano did not 
ressly plead copyright infringement in her Notice of Opposition. The Board 
cluded, however, that her trademark claim “is not distinct from her copyright 

im” because unless Vina Concha is a copyright infringer it is entitled to 
istration of its trademark. Thus until a federal court declares the design portion 
he mark to be an infringement of Carano’s copyright, she does not have a 
nizable claim that Vina Concha’s use is unlawful. 

 

 
8
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6.  Saint-Gobain Abrasives, Inc. v. Unova Industrial Automation Systems, Inc.,
USPQ2d 1355 (TTAB 2003).  Saint-Gobain asserted that Unova’s trademark 
lication and registrations (for marks comprising stripes or bands applied to 
asive wheels and disks) were fatally indefinite because the applications and 
istrations “do not specify the exact shade of yellow or blue, or any color” and 
refore are directed to “more than one mark.” The Board, however, ruled that 
 “phantom mark” allegation addressed a mere ex parte examination error and 

ed to state a proper ground for an inter partes proceeding. Moreover, as to one 
he registrations, this claim was barred under Section 14 of the Trademark Act 
ause the registration was more than five years old and “indefiniteness” is not 
 of the limited number of defenses that survive the five-year cutoff. As to Saint-

bain’s claim that the marks are functional (because they indicate size, 
lication or wear), the Board rejected Unova’s laches-based motion to dismiss, 

ng that functionality, like fraud, embodies public policy concerns and therefore 
t the defenses of laches and acquiescence are not available. 

7.  Hart Info LLC v. Innovative Measurement Solutions, Inc., Opposition No. 
23830 (December 4, 2003) [not citable]. In this dispute over ownership of the 

rk FORMULATION WORKSTATION & Design for computer software, the 
ard sustained the opposition because it found that Innovative is not the rightful 
ner. After reviewing the extensive record concerning the business dealings 
ween the parties, the Board found that the relationship constituted a joint 
ture under applicable state law. The joint venture owned the mark at the time 

ts adoption and early use, but the joint venture ended without the parties ever 
eeing on the ownership issue. The Board curiously ruled that “allowing either 
ty to this joint venture to register this mark in the wake of dissolution would 
ult in consumer confusion as to source, which would be in violation of the anti-
fusion policy of both state and federal law.” [emphasis added]. As a result, the 

ard held that neither party had proven exclusive ownership of the mark and it 
refore sustained the opposition. 

8.  In re Sunshine Distribution Inc., Serial No. 76070151 (December 9, 2003) 
t citable].  The Board reversed a Section 2(d) refusal to register the mark 
ZORS for inline skates, which mark the Examining Attorney deemed 
fusingly similar to the registered mark RAZOR & Design for “non-motorized 
oters, toy scooters, and model scooters.” Sunshine submitted a consent to 
istration from the Registrant, but the Examining Attorney considered it to be a 
ked consent” because it did not state any reasons for concluding that no 
lihood of confusion exists, nor did it set forth any arrangement between the 
ties to avoid public confusion. In response, Sunshine stated that “[t]hose 
stantive matters are addressed thoroughly” in a confidential settlement 
eement, and Registrant’s counsel confirmed that those terms were 
fidential. The Board noted that the marks are “very similar” and the goods 
ted, but CAFC precedent requires that “great deference” be given “to the 
isions of businesses that are on the ‘firing line.’” Because the other du Pont 

tors did not “dictate” a finding of likelihood of confusion, and despite not having 
 opportunity to see the relevant settlement terms, the Board sided with 
nshine.  
 The Top Ten TTAB Decisions of 2003 
 
By:  John L. Welch 
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9.  Toro Co. v. GrassMasters, Inc., 66 USPQ2d 1032 (TTAB 2003).  The 
Board dismissed this Section 2(d) opposition to registration of the mark LAWN 
PUP (“lawn” disclaimed) for lawn mowers, finding it not likely to cause confusion 
with the registered mark LAWN-BOY for lawn mowers and related goods and 
services. The Board concluded that confusion is not likely because of the 
dissimilarities in the marks, the admitted descriptiveness of the word “lawn,” and 
the likely care to be exercised in the purchase of these relatively expensive 
goods. Opposer Toro also asserted a registration for the mark SNOW PUP for 
snow plows, but the evidence showed that Toro stopped selling snow plows under 
that mark in 1980. The Board then ruled that, even though Applicant 
GrassMasters did not file a counterclaim for cancellation, Toro was nonetheless 
precluded from relying on the SNOW PUP registration because the affidavit of use
it filed in 1986 falsely stated that the mark was still in use for snow plows. 

10.  In re Cell Therapeutics, Inc., 67 USPQ2d 1795 (TTAB 2003). The Board 
affirmed refusals to register, on the ground of genericness, the term CELL 
THERAPEUTICS, INC. (“Inc.” disclaimed) for bio-chemical signaling pathway 
modulators and related laboratory services. The Examining Attorney made of 
record “significant evidence” from the NEXIS database establishing that the entire 
phrase CELL THERAPEUTICS is generic for Applicant’s goods and services. 
Applicant argued that many of the NEXIS items were from wire services and 
should be accorded little probative value in light of TTAB precedent. The Board, 
however, distinguished its earlier rulings by pointing out that here the relevant 
public comprises highly sophisticated medical doctors and researchers who have 
access to news wire stores. Moreover, because of the widespread use of personal
computers, the Board concluded that news wire stories are now more likely to 
reach the general public and therefore have decidedly more probative value 
today.  
**********

he trademark practitioner’s viewpoint, the year 2003 may have been dominated by the 
ipated and somewhat anti-climactic arrival of the Madrid Protocol on American shores. 
, the TTAB continued to deal efficiently with the myriad issues that arise in the steady flow of 
d contested proceedings that demand its consideration and judgment. The wise practitioner 
se, continue to keep a close eye on the decisions of the TTAB. 

 is reproduced, with permission, from the April 28, 2003 edition of The National Law Journal 
P IP Company. All rights reserved. Further duplication without permission is prohibited.  
10

 



Boston Patent Law Association Newsletter 

BPLA COMMITTEES The Boston Patent Law Association (BPLA) 
is an association of intellectual property 

professionals, providing educational programs 
and a forum for the interchange of ideas and 

information concerning patent, trademark, and 
copyright laws. Through a volunteer Board of 
Governors and committees, it organizes and 

hosts educational seminars, social events, and 
conventions, and comments on rules and 

legislation impacting the profession. Visit the 
BPLA at www.bpla.org. 

Membership in the BPLA is available to 
attorneys and other professionals practicing 

intellectual property law within the Federal First 
Judicial Circuit (Maine, New Hampshire, 

Vermont, Massachusetts, Rhode Island, and 
Connecticut).  Applications for membership can 

be obtained from our web site at 
www.bpla.org. Full membership for 2004 

(available only for attorneys practicing within 
the First Circuit) costs $55.00 Associate 
membership (available to nonattorney 

intellectual property professionals) costs 
$45.00. Mailing list-only affiliation costs $25.00
The BPLA Newsletter is published four times a 

year by the Boston Patent Law Association. 
Articles appearing in the newsletter represent 

the views of the authors and do not necessarily 
carry the endorsement of the BPLA. 
Editor: Ingrid A. Beattie, Ph.D., J.D. 

 
Contributors: 
Chris Sylvia 

Peter F. Corless 
Kathleen Carr 
Richard Roos 
John L. Welch 

 
Created by: 

Kristen V. Weller 
 

Letters to the editors and articles are 
encouraged.  Mail all correspondence to: 

 
BPLA Newsletter 

c/o Ingrid A. Beattie, Ph.D., J.D. 
Mintz, Levin, Cohn, Ferris, 
Glovsky and Popeo P.C. 

One Financial Center, Boston, MA 02111 
or via e-mail at iabeattie@mintz.com

 
©2004 BPLA - All rights reserved 

 
Boston Patent Law Association 

8 Faneuil Hall 
Boston MA 02109 

Telephone:  (617) 973-5021 
www.bpla.org 

INTERNATIONAL AND FOREIGN 
PRACTICE 

international@bpla.org 
Deirdre E. Sanders (978) 341-0036 
John Anastasi (617) 395-7000 

 
LICENSING 

licensing@bpla.org 
William G. Gosz (617) 951-7000 
Peter C. Lando (617) 395-7000 

 
LITIGATION 

litigation@bpla.org 
Ronald E. Cahill (617) 439-2782 
Matthew Lowrie (617) 395-7000 

 
PATENT LAW 

patents@bpla.org 
Kathleen B. Carr (617) 951-3326 
John Prince (617) 535-4000 

 
PATENT OFFICE PRACTICE 

patentpractice@bpla.org 
Grant Houston (781) 863-9991 
David Conlin (617) 439-4444 

 
PRO BONO 

probono@bpla.org 
Lisa J. Michaud (617) 439-2550 
Lisa Winsor (617) 395-7000 
 

TRADE SECRETS 
tradesecrets@bpla.org 
Stephen Y. Chow (617) 854-4000 

 
TRADEMARKS & UNFAIR 
COMPETITION 

trademarks@bpla.org 
Cindy J. Walden (617) 573-7840 
John Welch (617) 832-1258 

 
YOUNG LAWYERS & LAW 
STUDENTS 

younglawyers@bpla.org 
Hathaway Russell (617) 227-7400 
Kevin Cronin (617) 439-2194 

 

AMICUS COMMITTEE 
Erik P. Belt (617) 443-9292 
Peter F. Corless (617 439-4444 

 
ACTIVITIES AND PUBLIC 
RELATIONS 

activities@bpla.org 
Christine C. O’Day (617) 517-5558 
Kathleen B. Carr (617) 951-3326 

 
AIPLA MOOT COURT 

mootcourt@bpla.org 
Matthew Loftus (617) 542-5070 
Timothy Johnston (617) 542-5070 

 
ANTITRUST LAW 

antitrust@bpla.org 
Robert Spadafora (781) 398-2548 
Ernie Linek (617) 720-9600 

 
BIOTECHNOLOGY 

biotechnology@bpla.org 
Doreen M. Hogle (978) 341-0036 
Leslie Levine (617) 650-5849 

 
CHEMICAL PRACTICE 

chemical@bpla.org 
Jeffrey Hsi (617) 439-4444 
Lisa Dixon (617) 444-6396 

 
COMPUTER LAW 

computer@bpla.org 
Edward W. Porter (617) 494-1722 
John Stickevers (617) 443-9292 

 
COPYRIGHT LAW 

copyright@bpla.org 
Charles Gagnebin (617) 542-2290 

 
CORPORATE PRACTICE 

corporate@bpla.org 
Walter F. Dawson (978) 452-1971 
Faith Driscoll (781) 326-6645 
James Cullem (978) 867-2311 

 
ETHICS AND GRIEVANCES 

ethics@bpla.org 
Timothy French (617) 542-5070 

 

Interested in joining a committee?
Please contact the committee chair if you are interested in joining or 

switching a committee 
11

 

mailto:iabeattie@mintz.com


Boston Patent Law Association Newsletter 
Francis Agyare 
Jessica S. Andersen 
Floyd H. Anderson 
Jacqueline M. Arendt 
David L. Banner 
Deborah Barfield 
Anne Barnes 
Maria T. Bautista 
Melissa Beede 
Alex Behrakis 
Elias Behrakis 
William D. Belanger 
Eugene Berman 
Russell W. Binns 
Duane C. Blake 
Robert S. Blasi 
Debora E. Blodgett 
Carole A. Boelitz 
Joseph H. Born 
Mark F. Boshar 
Hon. Marianne B. Bowler 
Lawrence Robert Brandt 
Kathleen M. Brock 
Virginia Brown 
Michelle Brownlee 
Aaron J. Bullwinkel 
Jeffrey P. Calfa 
John L. Capone 
John M. Card 
Kellie L. Carden 
Charles H. Cella 
Alakananad Chatterjee 
Fangli Chen 

Carl M. DeFranco, Jr. 
Theresa Devlin 
Q. Todd Dickinson 
Frederick Deitz, III 
Peter A. DiMattia 
Anne-Marie Dinius 
Susan M. Dinsmore 
Marianne McLaughlin 
Downing 
Lorraine Miller Doyle 
Diane Drozenski 
Deborah A. Dugan 
Sean J. Edman 
Bruce M. Eisen 
Lucy Elandjian 
John M. England, Jr. 
Willis M. Ertman 
Paula Campbell Evans 
James F. Ewing 
Michael I. Falkoff 
George P. Field 
Leanne J. Fitzgerald 
Kerry A. Flynn 
Marianne Flynn 
Vincent J. Froio, Jr. 
Joseph E. Funk 
Therese E. Galante 
Dennis R. Gannon 
Joseph M. Geller 
Kimberly Granatino 
Victoria A. Gregory 
Thomas P. Grodt 
Thomas E. Hagar 

Shannon Knight 
Kristin E. Konzak 
Linda D. Kostrubanic 
Ronald J. Kransdorf 
Paul J. Kroon, Jr. 
Paul E. Kudirka 
C. Steven Kurlowecz 
Kathryn Lampron 
Inna Landsman 
M. Brad Lawrence 
Steven R. Lazar 
Agnes Lee 
G.R. Lee 
Soomee Lee 
Craig K. Leon 
Leslie MacGregor Levine 
John T. Li 
W. Hugo Liepmann 
Kurt W. Lockwood 
Mark D. Lorusso 
Stanley C. Mah 
Donald E. Mahoney 
David L. Manix 
Barry J. Marenberg 
Carolyn Marks 
Lisa Martin 
Terrence Martin 
Leigh John Martinson 
Sandra E. Marxen 
Michelle Massicotte 
Stephen G. Matzuk 
Allison R. McCabe 
Barbara McCarthy 

Timothy Carter Pledger 
Edward Podszus 
Andrea J. Polychrones 
Eric P. Raciti 
Robert E. Rigby, Jr. 
Robert H. Rines 
Joseph S. Romanow 
Scott D. Rothenberger 
Sandra Saccocia 
F.B. Salcedo 
Clayton L. Satow 
Donna E. Scherer 
Jeffrey M. Sears 
Mark D. Seltzer 
Justin J. Sergio 
Michael H. Shanahan 
B. Stephanie Siegmann 
Amanda Singmaster 
Nicholas I. Slepchuk, Jr. 
Michelle Small 
Geoffrey Smith 
Cecily Ann Snyder 
Cynthia Soumoff 
Peter Stecher 
Harriet M. Strimpel 
Chi Sukim 
Carolyn Sullivan 
Suzanne R. Swanson 
Beth Sweet 
Ramon K. Tabtiang 
Edward Timmer 
Jan N. Tittel 
Laura Topper 
BPLA Members Who Have Not Yet Paid 2004 Dues 
Please remit dues payment as soon as possible. 
John J. Cheney 
Brad Y. Chin 
Linda M. Chinn 
Morton Chirnomas 
Patricia L. Chisolm 
Heather M. Ciuryla 
Gary D. Clapp 
Paul T. Clark 
Karen A. Coghlan 
Judith D. Cohen 
Edward J. Coleman 
Jeffrey C. Coniaris 
Philip L. Conrad 
Paul M. Coryea 
Richard A. Covel 
Elizabeth Anne Crawford 
R. Dennis Creehan 
Karen E. Crespo 
Sarah Cushing 
David Dagg 
William Dailey 
Viana Daly 
Kirk Damman 
Brian C. Dauphin 
Patricia Davis 
Mary J. Dawson 
Sharon L. Day 
Robert J. Decker 

Daniel W. Halston 
John A. Hamilton 
Julia D. Hart 
Sharon F. Hausdorff 
Vicki L. Healy 
Mary K. Hehman 
Norma E. Henderson 
Sean Heneghan 
Eric S. Henshaw 
Judith A. Herrick 
Patricia Hillery 
Daniel C. Hohler 
Jong P. Hong 
Thomas E. Horan 
Shayne Huff 
George C. Jen 
Mary Raynor Jimenez 
Bruce D. Jobse 
Andrea L. Johnson 
Gerald P. Joyce, III 
Warren Kaplan 
Catherine Kara 
Christina Victoria Karnakis 
Sean Kavanaugh 
Thomas Kelley 
Edward Kelly 
Elbert B. Kim 
Robert V. Klauzinski 

Patricia A. McDaniels 
Cheryl L. McGrath 
John F. McKenna 
William H. McNeill 
Nasim G. Memon 
Thomas C. Meyers 
Joseph B. Milstein 
A. Jason Mirabito 
David G. Miranda, Jr. 
Lawrence Monks 
Michel Morency 
Indranil Mukerji 
Richa Nand 
Rama B. Nath 
Margarita Navarro 
David D. Nielson 
Lois A. O’Connell 
Robert F. O’Connell 
Andrew T. O’Connor 
Lin B. Olsen 
Joanne Pappas 
Keum J. Park 
Mark R. Patterson 
Cathy L. Peterson 
Scott K. Peterson 
Jacqueline M.K. Petrillo 
Chinh H. Pham 
Edmund R. Pitcher 

Kevin M. Tormey 
Karen I. Townsend 
Teresa C. Tucker 
Brian Turano 
Thomas A. Turano 
Deborah U. Verga 
Michael G. Verga 
Diane Vitello 
Edward J. Vytlacil 
Robert J. Waeldner 
Cynthia Johnson Walden 
Shelby Walker 
W. Eric Webostad 
Ernst B. Weglein 
Ned Whalen 
Charles C. Winchester 
Sandra Wysocki-Capplis 
George A. Xixis 
Constance Yeung 
Gwendolyn H. Yip 
Kimberly A. Young 
Teresa Anne Zaino 
Lawrence P. Zale 
Ivan D. Zitkovsky 
 12



 

 

Boston Patent Law Association 

8 Faneuil Hall 

Boston MA 02109 

 
 
 
 

MAILING LABEL 
 

 


